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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 6 , 7 and 34are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 6 recites "processing with the transaction based on a first set of rules" and 
"processing the transaction based on a second set of rules". Claim 1 only recited a method 
comprising use of a portable device to conduct the transaction, however the claim does not 
positively recite conducting transaction using the device. It simply recites intended use of the 
portable device. Therefore, claim 6 is rejected for being indefinite. 

Claim 7 recited "determining if redemption for the transaction is possible". First it is 
unclear what applicant considers "redemption for transaction" is. Second it is unclear what the 
terms and condition has to do with the redemption and also with the rules. There is no 
relationship or connection between the acceptance of the terms and condition and the redemption 
and set of rules. 

Claim 34 is also rejected as stated above since it recited similar limitation. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign countrv or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-8 and 24-27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
OToole, JR. et al. (US 2001/0037467). 

Regarding claims 1-5 and 8, O'Toole teaches using a portable device to conduct the 
transaction, the portable device having portable device information; determining if a terms and 
conditions statement is needed for the transaction based on the portable device information; 
dynamically generating the terms and conditions statement for the transaction: and outputting the 
generated terms and conditions statement; using the portable device information to dynamically 
generate the terms and conditions statement; wherein the information related to the portable 
device comprises information indicating whether the terms and conditions statement has bee 
accepted before; and wherein the terms and conditions statement is not generated if the terms and 
conditions statement has been accepted before; determining information related to a device 
outputting the generated terms and conditions statement; wherein the information related to the 
device comprises information indicating whether the device is capable of displaying or printing 
the terms and conditions statement, wherein the terms and conditions statement is dynamically 
generated for a display format or a printed format based on the information related to the device; 
and 

wherein outputting the terms and conditions statement comprises displaying the terms and 
conditions statement in the displayed format or printed format (see [0045]-[0049]). 

Regarding claims 6 and 7, O'Toole teaches receiving input indicating whether the terms 
and conditions statement is accepted; if the terms and conditions statement has been accepted, 
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processing with the transaction based on a first set of rules; and if the terms and conditions 
statement has not been accepted, processing the transaction based on a second set of rules (see 
[0045]. 

Regarding claim 24-27, O' Toole teaches a plurality of T&C files and a plurality of 
parameter files useable to generate T&C statements; control logic configured to select a T&C file 
from the plurality of T&C files and a parameter file from the plurality of parameter files for a 
loyalty transaction; and control logic configured to dynamically generate a T&C statement for 
the transaction using the selected T&C file and the selected parameter file; wherein the control 
logic selects the T&C file and the parameter file using information specific to the loyalty 
transaction; wherein the information specific to the loyalty transaction comprises at least one of 
portable device information for a portable device, information related to how the device can 
output the T&C statement, information that indicates if the T&C statement has been accepted 
before, and information that indicates if redemption is possible for the loyalty transaction; further 
comprising control logic configured to communicate with the portable device to save information 
on the portable device regarding whether the T&C statement has been accepted by a user of the 
portable device (see [0045]-[0049]). 

Regarding claim 1 , only when a T&C is needed the T&C is generated and outputted. It 
has been held that Language that suggest or makes optional but does not require steps to be 
performed or does not limit a claim to a particular structure does not limit the scope of a claim or 
claim limitation (MPEP §2106 II C). 
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Claims 9, 10, 12-23, 35-38, 39-45, 46-62 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Iannacci (US 2002/0062249). 

Regarding claims 9, 10, 12 and 13, Iannacci teaches obtaining parameters for a loyalty 
program; determining T&C information for the loyalty program from the parameters; sending the 
T&C information to a distribution channel, wherein the T&C information enables the 
distribution channel to dynamically generate T&C statements for one or more portable devices 
for corresponding loyalty transactions; wherein the T&C information comprises a plurality of 
tags; (see fig. 4 & 6 and [0008]), fig 14, 16). 

Regarding claims 14-23, Iannacci teaches an information determiner configured to 
determine information specific to a loyalty transaction; logic to dynamically generate a T&C 
statement based on the determined information for the loyalty transaction; and an output to 
output the generated T&C statement; wherein the information specific to the loyalty transaction 
comprises a T&C file that includes information useable to generate the T&C statement; wherein 
the information specific to the loyalty transaction comprises a parameter file that includes 
information useable to generate the T&C statement; wherein the T&C file includes tags that 
correspond to parameters in the parameter file, the corresponding parameters being used to 
generate the T&C statement; wherein the information specific to the loyalty transaction includes 
information retrieved from a portable device; wherein the information retrieved from the portable 
device includes user information and information relating to a loyalty program; wherein the T&C 
statement is generated based on characteristics of the device (see fig. 4, 6, 8, 10, 12B, and 
associated paragraphs). 
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Regarding claims 35-38, 39-45, 46-62, Iannacci teaches one or more portable devices; a 
plurality of distribution channels, each distribution channel comprising: an information 
determiner configured to interact with a portable device to determine information specific to a 
loyalty transaction; logic to generate a T&C statement for the loyalty transaction based on the 
determined information; and an output to output the generated T&C statement; wherein the 
information specific to the loyalty transaction comprises portable device information specific to 
the portable device; wherein the information specific to the loyalty transaction comprises at least 
one of information related to the output, information indicating if the T&C statement has been 
accepted before, and information indicating if redemption is possible for the loyalty transaction; 
further comprising a host, the host configured to communicate with the plurality of distribution 
channels and transmit information used to determine how to generate the T&C statement(see fig. 
4, 6, 8, 10, 12B, and associated paragraphs). 

Examiner would like to point out that the claim recites that only if it the T&C are 
accepted that the transaction is processed. It has been held that Language that suggest or makes 
optional but does not require steps to be performed or does not limit a claim to a particular 
structure does not limit the scope of a claim or claim limitation (MPEP §2106 II C). 

Regarding claim 46, only when it is determined that a T&C is to be generated for a 
transaction that the T&C is generated. It has been held that Language that suggest or makes 
optional but does not require steps to be performed or does not limit a claim to a particular 
structure does not limit the scope of a claim or claim limitation (MPEP §2106 II C). 
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Claims 28-34 are rejected under 35 U.S.C. 

2004/0083170). 
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102(b) as being anticipated by Bam et al. (US 



Regarding claims 28-34, Bam teaches determining if a T&C statement is needed for a 
loyalty transaction; if the T&C statement is needed, determining information specific to the 
loyalty transaction; generating the T&C statement dynamically using the information specific to 
the loyalty transaction; and outputting the generated T&C statement; wherein determining 
information specific to the loyalty transaction comprises: determining portable device 
information specific to a portable device; and wherein generating the T&C statement comprises 
using the portable device information to dynamically generate the T&C statement; wherein the 
information related to the portable device comprises at least one of information indicating 
whether the T&C statement has been accepted before, wherein the T&C statement is not 
generated and outputted if the T&C statement has been accepted before; determining information 
related to a device outputting the generated T&C statement; and wherein generating the T&C 
statement further comprises dynamically generating the T&C statement using the information 
related to the device; wherein the information related to the device comprises information 
indicating whether the device is capable of displaying or printing the T&C statement; wherein 
the T&C statement is generated for a display format or a printed format based on the information 
related to the device; and wherein outputting the generated T&C statement comprises displaying 
the T&C statement in the display format or printed format; receiving input indicating whether the 
T&C statement is accepted; if the T&C statement has been accepted, processing the loyalty 
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transaction according to a first set of rules; and if the T&C statement has not been accepted, 
processing the loyalty transaction according to a second set of rules (see fig. 4-6, [0055]-[0059]). 

Examiner would like to point out that the claim recites that only if it is determined that a 
T&C is needed that the rest of the steps are performed. It has been held that Language that 
suggest or makes optional but does not require steps to be performed or does not limit a claim to 
a particular structure does not limit the scope of a claim or claim limitation (MPEP §2106 II C). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iannacci as 
applied to claim 9 above, and further in view of Thurlow et al. (US 5,917,489). 

Regarding claim 1 1 , Iannacci does not teach wherein the plurality of tags comprises a 
template that is used to dynamically generate a T&C statement for at least one of the one or more 
portable devices. Thurlow teaches creating of rules using templates and tags. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to use a template to create 
the rules and condition of Iannacci in order to simplify the creation of the document, as taught in 
Thurlow (see col. 17 lines 35-53). 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yehdega Retta whose telephone number is (571) 272-6723. The 
examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

YR 

/Yehdega Retta/ 

Primary Examiner, Art Unit 3622 



